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DETALIED ACTION 

Applicant's arguments/remarks, filed on 1/30/08, have been fully acknowledged. 



Claim Rejections - 35 USC §102 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by Freiberg et al. 
(US Pat. 6,132,664). 

Claim 1 : Freiberg et al. teaches a moisture-curable composition which cures to a 
rubber/elastomer comprising: (a) an organopolysiloxane having at least 1.2 silicon-bonded 
alkoxy/hydrolysable chain terminations per molecule (2:50-59). This satisfies the limitation that 
component (A) of instant claim 1 have not less than two hydrolyzable groups. Freiberg et al. 
further teaches (b) an alkoxysilane having the formula R 4 z Si(OR)4_ z where z can be 0, 1, or 2. 
When z is equal to 2, the organosilane has the formula G 2 -Si-R 1 2 of instant claim 1 (3:1-7). 
Freiberg et al. further teaches that the composition comprises (c) a filler (3:9), and (d) a 
photocatalyst (2:60-67). Freiberg et al. further teaches that when component (b) does not contain 
an unsaturated group, then component (e) is provided which can be a short chain siloxane (5:1- 
31). 

Freiberg et al. does not explicitly teach that the cured rubber/elastomer body has a surface 
with a maximum gloss value of 45. However, Freiberg et al. teaches the same compositions as 
that of instant claim 1 . The courts have stated that a chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the properties 
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applicant discloses and/or claims are necessarily present. In re Spada, 911 F.2d 705, 15 
USPQ2d 1655, (Fed. Cir. 1990). See also In re Best, 562 F.2d 1252, 195 USPQ 430, (CCPA 
1977). "Where the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical processes, a 
prima facie case of either anticipation or obviousness has been established." Further, if it is the 
applicant's position that this would not be the case: (1) evidence would need to be provided to 
support the applicant's position; and (2) it would be the Office's position that the application 
contains inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties with only the claimed ingredients. 

Claims 2 and 3: Freiberg et al. further teaches that the organosilane (b) can be 
viny lmethy Id i mcthoxy s i lane (6:52). 

Claims 4 and 5: Freiberg et al. further teaches that the filler (c) can be fumed silica and/or 
a fatty acid treated precipitated calcium carbonate (7:1-5). 

Claims 6-8: Freiberg et al. further teaches that the photocatalyst is a titanate of the 
formula Ti(OR 5 ) 4 where R 5 is a hydrocarbon group. Examples include those found on column 8, 
lines 5 1-67. It is recognized by the examiner that component (d) is not referred to as a 
photocatalyst by Freiberg et al. However, because Freiberg et al. teaches the same species as 
those found in instant claims 6-8, it inherently follows that component (d) as taught by Freiberg 
et al. will function as a photocatalyst as claimed in instant claims 1 and 6-8. 

Claim 9: Freiberg et al. further teaches that component (a) is a linear 
polydiorganosiloxane having terminal groups of -Si(R 2 ) 2 -R 3 -Si(R 2 )k(OR 4 )3_ k . Examples include 
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the polydiorganosiloxanes of formulas (I), (II), and (III) found on columns 4 and 5 and polymer 
1 found on column 8 of Freiberg et al. 

Claim 10: Freiberg et al. further teaches that component (e) can be an unsaturated 
organopolysiloxane having a degree of polymerization from 2 to 50 and at least two silicon 
bonded functional groups which are reactive with the alkoxy groups of component (a) (5:1-31). 
The value off of structure (IV) is such that the viscosity of component (a) is within the range 
of0.5to3000 Pas (3:38-41). 

Claim 1 1 : Using example 2A of Table 1 , Freiberg et al. further teaches the composition 
of instant claim 1 . Specifically, when normalizing the values of table 1 to account for 100 parts 
of component (a), Freiberg et al. teaches: 100 parts of component (a), 3.4 parts of component (b), 
46 parts of component (c), and 2.3 parts of component (d) (Table 1, sample 2A). Sample 2A is 
just a representative example, as the other entries in table 1 also effectively teach instant claim 
11. 

Claim 12: Freiberg et al. further teaches an elastomeric product comprising the 
composition of instant claim 1 (1 :8-19). 

Claim 13: The Office realizes that Freiberg et al. does not explicitly teach all of the 
claimed physical properties. In the instant case, Freiberg et al. does not teach a cured sealant 
having an air-sealant interface surface with a maximum gloss value of 45. However, Freiberg et 
al. teaches all of the claimed ingredients in the claimed amounts. Therefore, the claimed 
physical property of instant claim 13 would inherently be achieved by the composition as taught 
by Freiberg et al. If it is the applicant's position that this would not be the case then evidence 
would need to be provided to support the applicant's position. 
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Claim 14: Freiberg et al. further teaches a method of using the composition of instant 
claim 1 as a sealant (2:5-10). 

Claim 15: Freiberg et al. further teaches a method of forming an elastomeric mass 
between surfaces which is adherent to at least two such surfaces which method comprises 
introducing between the surfaces a mass of a moisture curable composition of instant claim 1 and 
curing the composition in the presence of moisture (7:25-8:30). While Freiberg et al. does not 
explicitly teach curing the compositions in the presence of light, such a limitation is considered 
inherent in Freiberg et al. especially when considering the experiment which measures cure rate 
measured by skin over time (SOT) (9:30-43). In said experiment, a stopwatch was utilized and 
the SOT was measured by lightly touching the surface with the end of a finger. This experiment 
requires the presence of light (both to see the stopwatch and to see the substrate so as to monitor 
the SOT), thus the presence of light during the curing step is inherent. 

Claim 16: Since Freiberg et al. teaches that the amount of component (B) of instant claim 
1 is present at, for example, 3.4 parts by weight based on 100 parts by weight of component (A). 
Since Freiberg et al. also teaches some of the same species of component (B), it inherently 
follows that Freiberg et al. teaches that component (B) contains from 0.2-7 parts by weight 
alkenyl content. 

Response to Arguments 

Applicant's arguments, filed 1/30/08, with respect to claims 1-15, have been fully 
considered but they are not persuasive. Specifically, applicants argue that Freiberg et al. does 



Application/Control Number: 10/551 ,009 Page 6 

Art Unit: 1796 

not provide any working examples which comprise a vinyl or unsaturated group containing 
component. However, the courts have stated that a reference may be relied upon for all that it 
would have reasonably suggested to one having ordinary skill the art, including nonpreferred 
embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. 
Cir.), cert, denied, 493 U.S. 975 (1989). 

Applicants further argue that Freiberg et al. does not teach curing in the presence of light. 
The rejection above sufficiently addresses this argument. 

Applicants further argue that Freiberg et al. does not teach or suggest a composition for 
preparing an elastomeric product having a surface with a minimum gloss value of 45. The 
rejections cited above (claims 1 and 13) sufficiently address this argument. 

Applicants further argue that Freiberg et al. discloses a large genus and as such does not 
anticipate the instant invention. On the contrary, Freiberg et al. teaches only two embodiments 
for component (A) (5: 1-45). Component (A) in the composition may be a single polymer of 
formula (III) or it may be a mixture of polymers having formulae (III) and (IV), both 
embodiments being taught as preferred. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Loewe whose telephone number is (571) 270-3298. The 
examiner can normally be reached on Monday through Friday from 5:30 AM to 3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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